TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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This is a decision on an appeal fromthe final rejection

of clains 16 through 22 which are all of the clains remining

! Application for patent filed April 1, 1994. According

to appellant, this application is a division of Application

08/ 078, 427, filed June 17, 1993.
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in the application.

The subject matter on appeal relates to a nethod for
preventing the mgration of air bubbles froma first chanber
region of a reservoir to a second chanber region of the
reservoir conprising the step of partitioning the reservoir
with a fluid pernmeabl e nmenber which defines a fluid perneabl e
boundary between the first chanmber region and the second
chanber region as set forth in independent claim16. The
appeal ed subject matter also relates to a nethod for applying
liquid mterial froma supply to an applicator roller
conprising a nunmber of steps which are set forth in
i ndependent claim 19. A copy of the appeal ed clains appear in
t he Appendi x of the appellant’s brief.

The references relied upon by the exam ner as evidence of
obvi ousness are:

Zi nmer 4,538, 541 Sep. 3, 1985
Bruno 4,821,672 Apr. 18, 1989

Clainms 16 through 22 stand rejected under 35 U . S.C. 8§ 103
as being unpatentable over Bruno in view of Zimmer. 1In the
| ast paragraph on page 4 of the answer, the exam ner expresses
hi s obvi ousness conclusion in the foll ow ng manner:
It woul d have been obvious to one having
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ordinary skill in the art to have added a brush to

the coating liquid reservoir of Bruno because Zi nmer

teaches that transfer roller operations (such as

that of Bruno) are susceptible to foam ng which

deteriorates coating uniformty and the addition of

a brush prevents air entrapnent and the resulting

foam formation. Thus, it would have been obvious to

the skilled artisan that the addition of a brush to

the Bruno process would prevent foam ng and ensure

uni form coati ng application.

OPI NI ON

We can not sustain this rejection.

As correctly argued by the appellant and graphically
di splayed in Exhibit A of the reply brief, if Zimer’s brush
were added to the reservoir of Bruno as proposed by the
exam ner, the resulting method woul d not include the
appel lant’s clained step of “partitioning said reservoir wth
a fluid pernmeabl e nenber which defines a fluid perneable
boundary between the first chanber region and the second
chanber region” (independent claim 16) or the step of
“partitioning the reservoir cavity into a first reservoir
chanber and a second reservoir chanber with a fluid perneabl e
menber” (i ndependent claim19). Stated nore sinply, the
exam ner’s rejection can not be sustai ned because, even if the
appl i ed references were conbined in the manner proposed, the

resul ting conbinati on would not correspond to the here clained
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i nventi on.

O her_issues

The appel | ant and the exam ner shoul d consi der and
addr ess
on the record whether appealed clains 16 and 17 di stinguish
over Zimrer. This is because the nethod of Zimer, as
represented by the Figure 10 enbodi nent, includes partitioning
a reservoir 603 with a fluid perneable nenber 615 which
defines a fluid perneabl e boundary between a first chanber
region, which is inmmedi ately above nenber 615, and a second
chanber region, which is imediately bel ow nenber 615, whereby
the mgration of air bubbles fromthe first chanber region to
t he second chanber region is prevented (e.g., see |lines 58
through 62 in colum 6) in accordance with the appeal ed cl ai m
16 nethod. As for appealed claim17, the aforenoted nethod of
Zi mmer woul d necessarily and inherently include a pressure
differential across the fluid perneable nenber 615 by virtue
of the difference between the hydrostatic pressure of the
fluid above nmenber 615 and the greater hydrostatic pressure of
the fluid bel ow nenber 615.

SUMVARY
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We have not sustained the exanm ner’s section 103

rejection of clainms 16 through 22 as bei ng unpat ent abl e over

Bruno in view of Zi nmmer.
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The deci sion of the examner is reversed.

REVERSED

Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Charles F. Warren ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Terry J. Owens )
Adm ni strative Patent Judge )
tdc
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